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When a creator of an expressive work1 incorpo-
rates a well-known trademark into the work, 

what recourse should the trademark owner have for 
infringement of its mark, if any? At the intersec-
tion of trademark infringement under the Lanham 
Act and the First Amendment, it is likely that the 
trademark owner’s property interest will yield to free 
expression.

However, due to the U.S. Supreme Court’s silence 
on this issue, it is far from clear under what circum-
stances such use of a trademark in an expressive work 
and in that work’s marketing and promotion should 
be permissible.

The Expansion of the Rogers Test
The predominant approach taken by courts is to 

limit the application of the Lanham Act to expres-
sive works where “the public interest in avoiding 

consumer confusion outweighs the public interest 
in free expression” as set forth by the U.S. Court of 
Appeals for the Second Circuit in Rogers v. Grimaldi.2

Under the Rogers test, the use of another’s mark in 
an expressive work will not be actionable under the 
Lanham Act unless it “has no artistic relevance to the 
underlying work whatsoever, or if it has some artis-
tic relevance, unless [it] explicitly misleads as to the 
source or content of the work.”3  

Recently, in  Twentieth Century Fox Television, a 
division of Twentieth Century Fox Film Corp. v. Empire 
Distribution, Inc. (Empire),4 the U.S. Court of Appeals 
for the Ninth Circuit was faced with the ques-
tion of whether the Rogers balancing test applies to 
expressive works, where other related commercial 
works used the trademark to advertise that expres-
sive work.

In  Empire, the defendant was accused of trade-
mark infringement due to the use of the plaintiff ’s 
mark EMPIRE as the name of a television show 
and related soundtrack.5 Under the guise of adver-
tising the television show, the defendant also used 
the EMPIRE mark in connection with commercial 
enterprises such as live musical performances, radio 
play, and consumer goods such as shirts and cham-
pagne glasses bearing the television show’s “Empire” 
brand.6  
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The Ninth Circuit applied the Rogers balancing 
test to permit the defendant to use the EMPIRE 
mark in connection with each of the above uses, 
stating “it requires only a minor logical exten-
sion of the reasoning of Rogers to hold that works 
protected under its test may be advertised and 
marketed by name.”7   However, while the Ninth 
Circuit’s holding may appear, at first, to be rela-
tively benign – a movie title that includes a trade-
mark should be able to use its title in its trailers 
and promotional posters – the particulars of the 
advertising in  Empire  that was protected by the 
First Amendment demonstrate the breadth of the 
Ninth Circuit’s holding.

The Ninth Circuit applied 
the Rogers balancing test to permit the 
defendant to use the EMPIRE mark.

Instead of simply using the plaintiff ’s mark in 
traditional advertising and promotion (e.g. com-
mercials and posters advertising the TV show), it 
was also permissible for the defendant to conduct 
advertising and promotion that was “auxiliary to 
the television show and music releases, which lie at 
the heart of its ‘Empire’ brand,” including “appear-
ances by cast members in other media, radio play, 
online advertising, live events, and the sale or licens-
ing of consumer goods.”8   This view of the First 
Amendment defense to trademark infringement is 
unprecedented.

Refining the Rogers Test
Perhaps realizing that the rights of trademark 

owners should not yield under all circumstances, 
most recently in Gordon v. Drape Creative, Inc.,  the 
Ninth Circuit modified the inquiry of the Rogers 
balancing test.9 Prior to  Gordon, under the first 
prong of the Rogers test, the Ninth Circuit required 
“the level of artistic relevance of the trademark or 
other identifying material to the work merely must 
be above zero.”10  

However, in  Gordon, the Ninth Circuit refash-
ioned the test to require not only that the mark is 
relevant to the rest of the work but also that the 
“defendant [has] add[ed] his own artistic expression 
beyond that represented by the mark.”11   Stated 

otherwise, “the use of a mark is not artistically rel-
evant if the defendant uses it merely to appropriate 
the goodwill inhering in the mark or for no reason 
at all.”12

Applying the test as refashioned, the Ninth 
Circuit found that summary judgment in favor of the 
defendants on their First Amendment defense was 
improper where the defendants have appropriated 
the plaintiff ’s mark for use in greeting cards without 
adding any creativity of their own.  Gordon  is the 
first (and only) case where the Ninth Circuit has 
not found in favor of the alleged infringer on a First 
Amendment defense.

A Variety of Paths
Although some federal appeals courts, such as the 

U.S. Courts of Appeals for the Eleventh and Fifth 
circuits, have adopted the Rogers balancing test, other 
circuits have taken different approaches to resolving 
the tension between the First Amendment and the 
Lanham Act.

For example, the U.S. Court of Appeals for the 
Eighth Circuit has held that a trademark own-
er’s rights need not “yield to the exercise of First 
Amendment rights under circumstances where 
adequate alternative avenues of communication 
exist.”13   The U.S. Court of Appeals for the Tenth 
Circuit has suggested that trademark law has “built-
in mechanisms that serve to avoid First Amendment 
concerns” by requiring “proof of likelihood of con-
fusion.”14 And yet other circuit courts have declined 
to decide whether to follow the  Rogers  approach 
with respect to claims of trademark infringement.15  

The Supreme Court of the United 
States has yet to provide guidance as 
to when and to what extent trademark 
rights yield to free expression.

Even those circuits that have adopted 
the Rogers balancing test have treated the test dif-
ferently in conjunction with existing trademark 
infringement jurisprudence.

The Second and Fifth circuits have incorporated 
the nonexhaustive likelihood of confusion factors, 
e.g., the Polaroid  factors, into the second prong of 
the  Rogers  analysis – the “explicitly misleading” 
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prong. In the Second Circuit, the appropriate anal-
ysis of this prong must be made by an application 
of the Polaroid factors, but the finding of likelihood 
of confusion “must be particularly compelling” to 
outweigh the First Amendment interest.16

On the other hand, the U.S. Courts of Appeals 
for the Fourth, Sixth, Ninth, and Eleventh Circuits 
treat the “explicitly misleading” prong as a distinct 
inquiry from the likelihood of confusion analysis 
– instead requiring a consideration of “whether 
there was an ‘explicit indication,’ ‘overt claim,’ or 
‘explicit misstatement’ that caused . . . consumer 
confusion.”17 Specifically, according to the Ninth 
Circuit,  Rogers  requires the “defendant to come 
forward and make a threshold legal showing that 
its allegedly infringing use is part of an expres-
sive work protected by the First Amendment.”18   
Thereafter, the plaintiff must demonstrate that “the 
mark is either not artistically relevant to the under-
lying work” or that the mark “explicitly misleads 
consumers as to the source or content of the work” 
in addition to demonstrating a likelihood of confu-
sion.19 Thus, in these circuits, the Rogers balancing 
test is an inquiry that is separate and apart from the 
elements to demonstrate trademark infringement.  

The Supreme Court’s Continued 
Silence

Despite the importance of both the rights of 
the trademark owners and First Amendment rights 
afforded to a creator of an expressive work and the 
various approaches taken by circuits regarding the 
appropriate weight accorded to First Amendment 
rights, the Supreme Court of the United States has 
yet to speak on this issue and provide guidance as to 
when and to what extent trademark rights yield to 
free expression.  

Empire Distribution, Inc., the owner of the 
EMPIRE mark, filed a petition for certiorari 
requesting that the Supreme Court decide whether 
“an implied ‘expressive work’ exception to the 
Lanham Act20 excuses the use of another’s trade-
mark, including on directly competing goods and 
services, without regard to the likelihood of con-
fusion among consumers,” which could have shed 

light on the significance of the likelihood of con-
sumer confusion in the context of a work that 
enjoys First Amendment protection.21 However, 
the Supreme Court denied the petition on October 
1 – a missed opportunity to provide some much 
needed clarity.
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